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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
SCHERING CORPORATION, )
)
Opposer, )
)
V. ) Opposition No.: 91/180,212
) Appln. Serial No. 77/070,074
IDEA AG, ) Mark: DIRACTIN
)
Applicant. )
)

The Trademark Trial and Appeal Board
P.O. Box 1451
Alexandria, VA 22313-1451

OPPOSER’S MOTION TO COMPEL APPLICANT TO FULLY RESPOND TO
OPPOSER’S FIRST SET OF INTERROGATORIES AND FIRST REQUEST FOR
PRODUCTION OF DOCUMENTS AND THINGS PURSUANT TO
TRADEMARK RULE 2.120(e)

AND

MOTION TO TEST THE SUFFICIENCY OF APPLICANT’S RESPONSES TO
OPPOSER’S FIRST REQUESTS FOR ADMISSIONS PURSUANT TO TRADEMARK
RULE 2.120(h)

Opposer, Schering Corporation, hereby moves the Trademark Trial and Appeal Board
(“Board”) under Trademark Rule 2.120(e) and Rule 37(a), Federal Rules of Civil Procedure, to
order that Applicant, Idea AG, completely and fully respond to certain of Schering’s First Set of
Interrogatories, and completely and fully respond to Schering’s First Request for Production of

Documents and Things. Schering moves the Board under Trademark Rule 2.120(h) and Rule



36(a)(6), Federal Rules of Civil Procedure, to order that Idea admit or deny Schering’s First
Requests for Admissions.'

Opposer attaches, as Exhibits 1, 2 and 3, respectively, copies of Opposer’s First Set of
Interrogatories (Nos. 1-22), Opposer’s First Request for Production of Documents and Things
(Nos. 1-37), and Opposer’s First Requests for Admissions (Nos. 1-23), all served on May 12,
2008 by first class mail, making Applicant’s responses due June 16, 2008.

In a spirit of cooperation and good faith, and particularly as Applicant appointed new
counsel on June 9, 2008, Schering agreed to an extension of the due date for Applicant’s
Responses to August 18, 2008. On that date, Applicant served its Response to Opposer’s First
Set of Interrogatories, its Response to Opposer’s First Request for Production of Documents and
Things, and its Response to Opposer’s First Requests for Admission. Copies of Applicant’s
Responses are attached as Exhibits 4, 5 and 6, respectively.

In mid-June 2008, Opposer’s counsel invited Applicant’s new counsel to propose a
Protective Order if Applicant did not want to use the Board’s Standard Protective Order (“SPQO”).
Exhibit 7. Two months later, Applicant’s counsel provided Opposer’s counsel with a draft
Protective Order on August 8, 2008 (Exhibit 8), and with a red-line version showing the changes
from the Board’s SPO on August 12, 2008 (Exhibit 9). Through email and telephone
communications both parties’ counsel attempted to work out a mutually agreeable Protective
Order. However, Opposer’s counsel, on September 9, 2008, again advised Applicant’s counsel
that a Protective Order which did not include jurisdiction and venue in New Jersey was not

acceptable to Opposer; and again advised Applicant’s counsel that the Board SPO was in place

' Opposer requests that the opposition be suspended in accordance with Trademark Rules
2.120(e)(2) and 2.120(h)(2) pending the Board’s decision on this Motion. In addition, Opposer
filed a Motion to Reschedule Trial Dates on September 26, 2008.
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automatically. Exhibit 10. When Applicant’s counsel expressed surprise at Opposer’s continued
position regarding jurisdiction and venue, Opposer’s counsel stated for the final time (on
September 16, 2008) that the Board SPO is in place, and Opposer expected Applicant’s
discovery responses in accordance therewith. Exhibit 11. Opposer has heard nothing further
from Applicant regarding the SPO.

In a September 12, 2008 letter to Applicant’s counsel, Opposer’s counsel identified
general as well as specific deficiencies in Applicant’s Responses to Opposer’s written discovery
requests. Exhibit 12. On September 22, 2008 (Monday-late evening) Applicant’s counsel
acknowledged the letter and suggested a telephone discussion for Friday, September 26, 2008.
Exhibit 13. On Thursday, September 25, 2008, Opposer agreed to the Friday telephone
conference. Exhibit 14. Only after our Thursday email did Applicant’s counsel advise he would
be available on Friday, the day he suggested. Exhibit 15.

Schering has made a good faith effort as required by Trademark Rules 2.120(e)(1) and
2.120(h)(1) to obtain full and complete responses to its First Set of Interrogatories, its First
Request for Production of Documents and Things, and its First Requests for Admissions. TBMP
§§523.02 and 524.02 (Second Edition rev. 2004). Despite Opposer’s counsel’s communications
with Applicant’s counsel regarding a Stipulated Protective Order, and Opposer’s September 12,
2008 letter specifying Applicant’s discovery response deficiencies, and Opposer’s willingness to
further discuss the discovery responses issues, full and complete discovery responses have not
been provided. Applicant’s counsel does not even agree to discuss the matter until the week of
September 29, 2007, with Opposer’s trial period to open on October 1, 2008. There is no
indication that Applicant will provide full and complete responses even after further discussion.

At this time the parties are at an impasse. Further, pursuant to Trademark Rules 2.120(e)(1) and



2.120(h)(1), Opposer must file the Motion to Compel and To Test the Sufficiency of Applicant’s
Responses to Opposer’s Requests for Admissions prior to the opening of the Plaintiff’s
testimony period. In this case, with Opposer’s testimony period currently scheduled to open
October 1, 2008, therefore, Opposer is required by the rules to file this Motion prior thereto.

In the event any of the disputed matters are resolved between the parties, Opposer will
notify the Board thereof. Trademark Rules 2.120(e)(1) and 2.120(h)(1)

A reading of Applicant’s Responses to Opposer’s First Set of Interrogatories, and
Opposer’s First Request for Production of Documents and Things, clearly indicate that Applicant
objects based on awaiting entry of a protective order, when Applicant is well aware it must
provide answers in accordance with the Board’s Standard Protective Order. Each objection by
Applicant on the basis that there is not a Protective Order in place should be overruled by the
Board. Trademark Rule 2.116(g).

Applicant’s assertion that it need not answer any discovery requests regarding use
because Applicant’s filed an intent-to-use application and has not yet filed a Statement of Use, is
not well taken. A party may apply under Section 1(b) of the Trademark Act, 15 U.S.C. §
1051(b), even if there it has already used the mark. If there has been use, Applicant is required
to provide discovery thereon. If use commences after the date Opposer served the discovery
requests, Applicant has an ongoing duty to supplement answers to Opposer’s discovery requests
pursuant to Fed.R.Civ.P. 26(e). Schering requests that the Board overrule these objections and
require Applicant to respond to all discovery requests relating to Applicant’s use of the mark
DIRACTIN in the United States.

Applicant objected to discovery requests on the basis that they seek privileged

information. However, Applicant has not provided a privilege log in accordance with



Fed.R.Civ.P. 26(b)(5). Opposer requests that the Board order Applicant to provide a privilege
log for all documents, materials and information on which Applicant claims privilege.
Applicant’s objections to several discovery requests as “‘compound”/’subparts” with a
citation to the TBMP Section relating to counting interrogatories for purposes of the 75
interrogatory limit set forth in Trademark Rule 2.120(d)(1) is not well taken and should be
overruled.
Opposer sets forth below its specific interrogatories and document requests in issue.

APPLICANT’S RESPONSE TO INTERROGATORIES

INTERROGATORY NO. 4
Identify all documents referring or relating to such first conception and adoption of

Applicant’s Mark.

RESPONSE TO INTERROGATORY NO. 4

Applicant objects to this interrogatory on grounds that it may seek information neither
relevant to the registration of the present mark nor reasonably calculated to lead to the
discovery of admissible evidence. Applicant further objects that Interrogatory No. 3, to which
this interrogatory refers, is vague, uncertain, overbroad, and lacks specificity. Applicant further
objects that the interrogatory appears to seek confidential, proprietary and/or secret information.
Applicant further objects to the extent that the interrogatory appears to seek information
protected by the attorney-client privilege and/or the attorney work-product doctrine. Applicant
further objects that the interrogatory is compound (containing at least two sub-parts). See TBMP
5 405.03(@d).

Subject to these objections, and without waiving them, Applicant responds as follows:
Applicant is unaware of the existence of such non-privileged documents.

The objection regarding relevance is ludicrous.

If there is no information or documents regarding first conception and adoption of
Applicant’s mark DIRACTIN, Applicant should be required to state. If there are confidential
documents, Applicant should be required to identify same in accordance with the Board’s SPO.
If there are privileged documents, Applicant should be required to provide an appropriate
privilege log.

INTERROGATORY NO. 8
For each product identified in Application Serial No. 77/070,074, state the date of first

use of Applicant's Mark in commerce in or with the United States.




RESPONSE TO INTERROGATORY NO. 8

Applicant objects to this interrogatory on grounds that it is vague, uncertain, overbroad,
and lacks specificity. Applicant further objects that the interrogatory is unduly burdensome and
oppressive. Applicant further objects that the interrogatory seeks information neither relevant to
the registration of the present mark nor reasonably calculated to lead to the discovery of
admissible evidence. Applicant's Application Serial No. 77/070,074 was filed as an intent-to-use
application, and Applicant has yet to file a statement of use.

The interrogatory is clear and it is relevant to the issues in this opposition. Applicant
may base its application on Section 1(b) of the Trademark Act, but Applicant is obligated to
respond to discovery request relating to use. If there has been no use of the mark DIRACTIN in
the United States by Applicant, then Applicant should be required to so state, with a reminder of
Applicant’s obligation to supplement all discovery responses if the answer changes.

INTERROGATORY NO. 9
State with regard to Applicant’s use of its DIRACTIN Mark on or in connection with each

product on which the mark has been used in the United States, the date of commencement of use,
the commencement date of each period of nonuse; the reason for each such period of nonuse;
and the date when use was resumed.

RESPONSE TO INTERROGATORY NO. 9

Applicant objects to this interrogatory on grounds that it is vague, uncertain, overbroad,
and lacks specificity. Applicant further objects on grounds that the interrogatory is unduly
burdensome and oppressive. Applicant further objects that the interrogatory is compound
(containing at least four sub-parts). See TBMP 5 405.03(d). Applicant further objects that the
interrogatory seeks information neither relevant to the registration of the present mark nor
reasonably calculated to lead to the discovery of admissible evidence. Applicant's Application
Serial No. 77/070,074 was filed as an intent-to-use application, and Applicant has yet to file a
statement of use.

The interrogatory is clear and it is relevant to the issues in this opposition. Applicant
may base its application on Section 1(b) of the Trademark Act, but Applicant is obligated to
respond to discovery request relating to use. If there has been no use of the mark DIRACTIN in
the United States by Applicant, then Applicant should be required to so state, with a reminder of
Applicant’s obligation to supplement all discovery responses if the answer changes.

INTERROGATORY NO. 10
Identify the person(s) most knowledgeable about Applicant's sales, marketing,
advertising, and promotion of its products under Applicant's Mark in the United States.

RESPONSE TO INTERROGATORY NO. 10

Applicant objects to this interrogatory on grounds that it is harassing in that it is
duplicative of other interrogatories propounded by Opposer, including but not limited to
Interrogatory No. 7. Applicant further objects that the interrogatory is vague, uncertain,
overbroad, and lacks specificity. Applicant further objects that this interrogatory appears to seek




confidential, proprietary and/or secret information. Applicant further objects that the
interrogatory is compound (containing at least four sub-parts). See TBMP § 405.03(d).

Subject to these objections, and without waiving them, Applicant responds as follows: No
"sales, marketing, advertising or promotion" under Applicant's mark have occurred in the
United States.

Applicant’s answer is non-responsive. The interrogatory seeks the identity of the
person(s) most knowledgable about Applicants sales, marketing advertising and promotion of its
products under the mark DIRACTIN in the U.S. If there is no person knowledgable regarding
these matters, Applicant should be required to so state.

INTERROGATORY NO. 12
Identify each printed and electronic publication in which the products intended to be sold

under Applicant's Mark are described or referred to.

RESPONSE TO INTERROGATORY NO. 12

Applicant objects to this interrogatory on grounds that it is overbroad, unduly
burdensome, oppressive, and harassing. Applicant further objects that the interrogatory seeks
information neither relevant to the registration of the present mark nor reasonably calculated to
lead to the discovery of admissible evidence. Applicant further objects that the interrogatory is
harassing in that it is duplicative of other interrogatories propounded by Opposer, including but
not limited to Interrogatory No. 11. Applicant further objects that the interrogatory seeks
information that is not in the possession, custody or control of Applicant, and is equally
available to Opposer.

This interrogatory is clear and relevant to the issues in this opposition. Applicant is
incorrect that this information is equally available to the Opposer. Applicant should be required
to answer the interrogatory on the basis of printed/electronic publications, of which Applicant is
aware, in which Applicant’s mark is described or referred to.

INTERROGATORY NO. 13

Identify all agreements including, but not limited to, licenses, permissions or consents
entered into by Applicant and any other entities relating to use of the Applicant's Mark in the
United States and identify all documents relating or referring to each such agreement.

RESPONSE TO INTERROGATORY NO. 13

Applicant objects that the interrogatory seeks information neither relevant to the
registration of the present mark nor reasonably calculated to lead to the discovery of admissible
evidence. Applicant further objects to this interrogatory on grounds that it is unduly burdensome
and oppressive. Applicant further objects that the interrogatory is vague, uncertain, overbroad,
and lacks specificity. Applicant further objects that the interrogatory appears to seek
confidential, proprietary and/or secret information. Applicant further objects that the
interrogatory is compound (containing at least four sub-parts). See TBMP § 405.03(d).




The interrogatory is clear. Agreements relating to the use of Applicant’s Mark in the U.S.
are relevant. If the information is confidential, such information is to be produced under the
Board SPO.

INTERROGATORY NO. 14

Identify by cities and dates every trade show, trade fair, trade convention and other
promotional trade events where Applicant's products have been promoted or are planned to be
promoted in connection with Applicant's Mark in the United States.

RESPONSE TO INTERROGATORY NO. 14

Applicant objects that the interrogatory seeks information neither relevant to the
registration of the present mark nor reasonably calculated to lead to the discovery of admissible
evidence. Applicant further objects to this interrogatory on grounds that it is unduly burdensome
and oppressive. Applicant further objects that the interrogatory appears to seek confidential,
proprietary and/or secret information. Applicant further objects that the interrogatory is vague,
uncertain, overbroad, and lacks specificity. Applicant further objects that the interrogatory is
compound (containing at least four sub-parts). See TBMP § 405.03(d).

Subject to these objections, and without waiving them, Applicant responds as follows: It
is expected that Applicant's product to be associated with the mark will be promoted, in the
future, in various meetings, seminars and other public forums, to be located at various locations
in the United States.

This interrogatory is clear and relevant. Applicant’s answer is evasive and non-
responsive. If the information responsive to this interrogatory is confidential, it is to be produced
under the Board SPO.

INTERROGATORY NO. 19
Describe Applicant's business relationship with McNeil Specialty Pharmaceuticals /

McNeil Consumer and Specialty Pharmaceuticals, subsidiary of Johnson & Johnson, insofar as
the relationship refers, relates or pertains, directly or indirectly, to Applicant's Mark DIRACTIN.

RESPONSE TO INTERROGATORY NO. 19

Applicant objects to this interrogatory on grounds that it appears to seek confidential,
proprietary and/or secret information. Applicant further objects that the interrogatory is vague,
uncertain, overbroad, and lacks specificity. Applicant further objects that the interrogatory seeks
information neither relevant to the registration of the present mark nor reasonably calculated to
lead to the discovery of admissible evidence. Applicant further objects that the interrogatory is
harassing in that it is duplicative of other interrogatories propounded by Opposer. Applicant
further objects that the interrogatory is unduly burdensome and oppressive.

Subject to these objections, and without waiving them, Applicant responds as follows:
Applicant’s mark has no relationship, business or otherwise, with "McNeil Specialty
Pharmaceuticals/McNeil Consumer and Specialty Pharmaceuticals, subsidiary of Johnson &
Johnson."



This interrogatory is clear and relevant to Applicant’s rights in the mark DIRACTIN.
The interrogatory is not duplicative.

Applicant’s response regarding “Applicant’s mark” is non-responsive to the interrogatory
which seeks information regarding “Applicant’s business relationship” with another entity.

Applicant should be required to answer the interrogatory. If the information is
confidential, it is to be provided under the Board SPO. If it is privileged, Applicant must provide
a privilege log.

INTERROGATORY NO. 20

Describe Applicant's business relationship with TDI, subsidiary of Celtic
Pharmaceutical Holdings LP, insofar as the relationship refers, relates or pertains, directly or
indirectly, to Applicant's Mark DIRACTIN.

RESPONSE TO INTERROGATORY NO. 20

Applicant objects to this interrogatory on grounds that it appears to seek confidential,
proprietary and/or secret information. Applicant further objects that the interrogatory is vague,
uncertain, overbroad, and lacks specificity. Applicant further objects that the interrogatory seeks
information neither relevant to the registration of the present mark nor reasonably calculated to
lead to the discovery of admissible evidence. Applicant further objects that the interrogatory is
harassing in that it is duplicative of other interrogatories propounded by Opposer. Applicant
further objects that the interrogatory is unduly burdensome and oppressive.

Subject to these objections, and without waiving them, Applicant responds as follows:
Applicant's mark has no relationship, business or otherwise, with "TDT, subsidiary of Celtic
Pharmaceutical Holdings LP."

This interrogatory is clear and relevant to Applicant’s rights in the mark DIRACTIN.
The interrogatory is not duplicative.

Applicant’s response regarding “Applicant’s mark” is non-responsive to the interrogatory
which seeks information regarding “Applicant’s business relationship” with another entity.

Applicant should be required to answer the interrogatory. If the information i1s
confidential, it is to be provided under the Board SPO. If it is privileged, Applicant must provide
a privilege log.

INTERROGATORY NO. 22

Identify each and every person known by Applicant to have supplied information for, or
participated in responding to, these interrogatories, Opposer's First Request for Production of
Documents and Things, and Opposer's First Requests for Admissions.

RESPONSE TO INTERROGATORY NO. 22
Applicant objects to this interrogatory to the extent that it seeks information that is
protected by the attorney-client privilege and/or the attorney work-product doctrine.




Applicant further objects that the interrogatory is compound (containing at least three
sub-parts). See TBMP § 405.03(d).

Subject to these objections, and without waiving them, Applicant responds as follows:
Prof. Gregor Cevc.

This interrogatory does not seek privileged information. If Prof. Cevc is the only person
to have supplied information for, or participated in responding to these interrogatories, Applicant
should be required to state. Otherwise, Applicant should be required to fully answer this
interrogatory.

APPLICANT’S RESPONSES TO DOCUMENT REQUESTS

REQUEST NO. 1

Specimens of advertisements (appearing in printed, electronic, or broadcast media) for
Applicant's goods sold by Applicant or any predecessor or related company bearing Applicant's
Mark as used in the United States.

RESPONSE TO REQUEST NO. 1

Applicant objects to this request on the grounds that Applicant has not yet submitted any
specimens to the United States Patent and Trademark Office ("USPTO") in the underlying
application. Applicant further objects to this request on grounds that it is vague, uncertain,
overbroad, and lacks specificity. Applicant further objects that the request is unduly burdensome,
oppressive, and harassing. Applicant further objects that the request fails to identify with
reasonable particularity the category of materials requested. Applicant further objects that the
request seeks materials neither relevant to the registration of the present mark, nor reasonably
calculated to lead to the discovery of admissible evidence, or materials that are not in the
possession, custody and control of Applicant.

A privilege log is required under Fed.R.Civ.P. 26(b)(5).

REQUEST NO. 2
Specimens of labels for Applicant’s goods sold by Applicant or any predecessor or
related company bearing Applicant's Mark as used in the United States.

RESPONSE TO REQUEST NO. 2

Applicant objects to this request on the grounds that Applicant has not yet submitted any
specimens to the USPTO in the underlying application. Applicant further objects to this request
on grounds that it is vague, uncertain, overbroad, and lacks specificity. Applicant further objects
that the request is unduly burdensome, oppressive, and harassing. Applicant further objects that
the request fails to identify with reasonable particularity the category of materials requested.
Applicant further objects that the request seeks materials neither relevant to the registration of
the present mark nor reasonably calculated to lead to the discovery of admissible evidence, or
materials that are not in the possession, custody and control of Applicant.
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A privilege log is required under Fed.R.Civ.P. 26(b)(5).

REQUEST NO. 3
Specimens of packages for Applicant's goods used by Applicant or any predecessor or
related company bearing Applicant's Mark as used in the United States.

RESPONSE TO REQUEST NO. 3

Applicant objects to this request on the grounds that Applicant has not yet submitted any
specimens to the USPTO in the underlying application. Applicant further objects to this request
on grounds that it is vague, uncertain, overbroad, and lacks specificity. Applicant further objects
that the request is unduly burdensome, oppressive, and harassing. Applicant further objects that
the request fails to identify with reasonable particularity the category of materials requested.
Applicant further objects that the request seeks materials neither relevant to the registration of
the present mark nor reasonably calculated to lead to the discovery of admissible evidence, or
materials that are not in the possession, custody and control of Applicant. Applicant further
objects that the request appears to seek confidential, proprietary and/or secret information.

Subject to these objections, and without waiving them, Applicant responds as follows:
Applicant shall produce all non-privileged responsive "specimens of packages" in Applicant's
possession, custody and control as soon as the parties enter into a suitable stipulated protective
order.

Applicant’s response is evasive, incomplete, and non-responsive. Applicant should be
required to produce the packages for its goods bearing the DIRACTIN Mark, and if confidential,
Applicant may do so in accordance with the Board SPO. If there are privileged documents and
things, Applicant should provide a privilege log.

REQUEST NO. 4

Specimens of printed items (such as, but not limited to brochures, technical bulletins and
manuals, promotional literature) to promote the sale and use of Applicant's goods used by
Applicant or any predecessor or related company bearing Applicant's Mark as used in the
United States.

RESPONSE TO REQUEST NO. 4

Applicant objects to this request on the grounds that Applicant has not yet submitted any
specimens to the USPTO in the underlying application. Applicant further objects to this request
on grounds that it is vague, uncertain, overbroad, and lacks specificity. Applicant further objects
that the request is unduly burdensome, oppressive, and harassing. Applicant further objects that
the request fails to identify with reasonable particularity the category of materials requested.
Applicant further objects that the request seeks materials neither relevant to the registration of
the present mark nor reasonably calculated to lead to the discovery of admissible evidence, or
materials that are not in the possession, custody and control of Applicant. Applicant further
objects that the request is harassing in that it is duplicative of other requests propounded by
Opposer, including but not limited to Request for Production of Documents (Set One) No. 1.
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Subject to these objections, and without waiving them, Applicant responds as follows: No
non-privileged responsive documents in Applicant's possession, custody and/or control exist,
since no sales or offers for sale of any product under Applicant's mark have been made in the
United States.

This document request is clear. Applicant’s basis for its U.S. application is an allegation
of Applicant’s bona fide intention to use the mark in commerce. Printed items to promote the
sale and use of the mark DIRACTIN in the U.S. are relevant and must be provided. If
confidential, they are to be produced under the Board SPO.

REQUEST NO. 5
Specimens of electronic publications (such as, but not limited to brochures, technical

bulletins and manuals, promotional literature) to promote the sale and use of Applicant's goods
used by Applicant or any predecessor or related company bearing Applicant's Mark as used in
the United States.

RESPONSE TO REQUEST NO. 5

Applicant objects to this request on the grounds that Applicant has not yet submitted any
specimens to the USPTO in the underlying application. Applicant further objects to this request
on grounds that it is vague, uncertain, overbroad, and lacks specificity. Applicant further objects
that the request is unduly burdensome, oppressive, and harassing. Applicant further objects that
the request fails to identify with reasonable particularity the category of materials requested.
Applicant further objects that the request seeks materials neither relevant to the registration of
the present mark nor reasonably calculated to lead to the discovery of admissible evidence, or
materials that are not in the possession, custody and control of Applicant. Applicant further
objects that the request is harassing in that it is duplicative of other requests propounded by
Opposer, including but not limited to Request for Production of Documents No. 1.

Subject to these objections, and without waiving them, Applicant responds as follows: No
non-privileged responsive documents in Applicant's possession, custody and/or control exist,
since no sales or offers for sale of any product under Applicant's mark have been made in the
United States.

This document request is clear. Applicant’s basis for its U.S. application is an allegation
of Applicant’s bona fide intention to use the mark in commerce. Electronic publications to
promote the sale and use of the mark DIRACTIN in the U.S. are relevant and must be provided.
If confidential, they are to be produced under the Board SPO.

REQUEST NO. 6

All documents which evidence, refer, or relate to the creation, selection, and adoption of
Applicant's Mark by Applicant or any related company or predecessor, individuals or companies.

RESPONSE TO REQUEST NO. 6
Applicant objects to this request on grounds that it is vague, uncertain, overbroad and

lacks specificity. Applicant further objects that the request is unduly burdensome, oppressive,
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and harassing. Applicant further objects that the request fails to identify with reasonable
particularity the category of materials requested. Applicant further objects that the request seeks
materials neither relevant to the registration of the present mark nor reasonably calculated to
lead to the discovery of admissible evidence. Applicant further objects to the extent that the
request appears to seek production of materials protected by the attorney-client privilege and/or
the attorney work-product doctrine. Applicant further objects that the request appears to seek
confidential, proprietary and/or secret information.

Subject to these objections, and without waiving them, Applicant responds as follows: No
non-privileged responsive documents in Applicant's possession, custody and control exist.

This document requests is clear and relevant. Documents relating to Applicant’s creation,
selection and adoption of the mark DIRACTIN in the U.S. must be provided. If confidential,
they are to be produced under the Board SPO.

REQUEST NO. 7
All documents which evidence, refer, or relate to consent, authorization or permission

given to Applicant by any person to use Applicant's Mark in the United States.

RESPONSE TO REQUEST NO. 7

Applicant objects to this request on grounds that it is vague, uncertain, overbroad, and
lacks specificity. Applicant further objects that the request is unduly burdensome, oppressive,
and harassing. Applicant further objects that the request fails to identify with reasonable
particularity the category of materials requested. Applicant further objects that the request seeks
materials neither relevant to the registration of the present mark nor reasonably calculated to
lead to the discovery of admissible evidence, or materials that are not in the possession, custody
and control of Applicant. Applicant further objects that the request appears to seek confidential,
proprietary and/or secret information. Applicant further objects to the extent that the request
appears to seek production of materials protected by the attorney-client privilege and/or the
attorney work-product doctrine.

This document request is clear and relevant. Applicant should be required to produce
documents which evidence any consent, authorization or permission given to Applicant to use
DIRACTIN in the U.S. If confidential, the Board SPO govemns, and, if privileged, a privilege
log should be provided.

REQUEST NO. 8

All documents evidencing, relating, or referring to Applicant's first use of its mark
DIRACTIN in commerce in or with the United States in connection with each of the goods set
forth in Application Serial No. 77/070,074.

RESPONSE TO REQUEST NO. 8

Applicant objects to this request on grounds that it is vague, uncertain, overbroad, and
lacks specificity. Applicant further objects that the request is unduly burdensome. Applicant
further objects that the request fails to identify with reasonable particularity the category of
materials requested. Applicant further objects that the request seeks materials neither relevant to
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the registration of the present mark nor reasonably calculated to lead to the discovery of
admissible evidence, as Applicant's Application Serial No. 77/070,074 was filed as an intent-to-
use application, and Applicant has yet to file a statement of use. Applicant further objects that
the requested documents may not be in the possession, custody and control of Applicant.
Applicant further objects that the request appears to seek confidential, proprietary and/or secret
information. Applicant further objects to the extent that the request appears to seek production of
materials protected by the attorney-client privilege and/or the attorney work-product doctrine.

This document request is clear. Documents regarding Applicant’s first use of its mark is
discoverable. If Applicant has not commenced use in the U.S. and there are no responsive
documents, Applicant must so state clearly and unequivocally. If there are confidential
documents, they must be produced under the Board’s SPO. If privileged documents exist, a
privilege log must be produced.

REQUEST NO. 9

All documents evidencing, relating, or referring to Applicant’s continuous use of its mark
DIRACTIN in commerce in or with the United States in connection with each of the goods set
forth in Application Serial No. 77/070,074.

RESPONSE TO REQUEST NO. 9

Applicant objects to this request on grounds that it is vague, uncertain, overbroad, and
lacks specificity. Applicant further objects that the request is unduly burdensome. Applicant
further objects that the request fails to identify with reasonable particularity the category of
materials requested. Applicant further objects that the request seeks materials neither relevant to
the registration of the present mark nor reasonably calculated to lead to the discovery of
admissible evidence, as Applicant's Application Serial No. 77/070,074 was filed as an intent-to-
use application, and Applicant has yet to file a statement of use. Applicant further objects that
the requested documents may not be in the possession, custody and control of Applicant.
Applicant further objects that the request appears to seek confidential, proprietary and/or secret
information. Applicant further objects to the extent that the request appears to seek production of
materials protected by the attorney- client privilege and/or the attorney work-product doctrine.

This document request is clear. Documents regarding Applicant’s continuous use of its
mark is discoverable. If Applicant has not continuously used the marks in the U.S. and there are
no responsive documents, Applicant must so state clearly and unequivocally. If there are
confidential documents, they must be produced under the Board’s SPO. If privileged documents
exist, a privilege log must be produced.

REQUEST NO. 10

All documents evidencing, relating or referring to Applicant's products set forth in
Application Serial No. 77/070,074 sold under its mark DIRACTIN in commerce in or with the
United States.

RESPONSE TO REQUEST NO. 10
Applicant objects to this request on grounds that it is vague, uncertain, overbroad, and
lacks specificity. Applicant further objects that the request is unduly burdensome. Applicant
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further objects that the request fails to identify with reasonable particularity the category of
materials requested. Applicant further objects that the request seeks materials neither relevant to
the registration of the present mark nor reasonably calculated to lead to the discovery of
admissible evidence, as Applicant's Application Serial No. 77/070,074 was filed as an intent-to-
use application, and Applicant has yet to file a statement of use. Applicant further objects that
the requested documents may not be in the possession, custody and control of Applicant.
Applicant further objects that the request appears to seek confidential, proprietary and/or secret
information. Applicant further objects to the extent that the request appears to seek production of
materials protected by the attorney-client privilege and/or the attorney work-product doctrine.

Subject to these objections, and without waiving them, Applicant responds as follows: No
non-privileged responsive documents in Applicant’s possession, custody and control exist.

Applicant’s objections are not well taken. If there are privileged responsive documents,
Applicant’s privilege log must be produced in accordance with Fed.R.Civ.P. 26(b)(5).

REQUEST NO. 11
Documents evidencing the dollar volume of Applicant's annual sales in the United States

for each product sold under Applicant's Mark for each year since Applicant’s first use of
Applicant's Mark in commerce.

RESPONSE TO REQUEST NO. 11

Applicant objects to this request on grounds that it is vague, uncertain, overbroad, and
lacks specificity. Applicant further objects that the request is unduly burdensome. Applicant
further objects that the request fails to identify with reasonable particularity the category of
materials requested. Applicant further objects that the request seeks materials neither relevant to
the registration of the present mark nor reasonably calculated to lead to the discovery of
admissible evidence, as Applicant's Application Serial No. 77/070,074 was filed as an intent-to-
use application, and Applicant has yet to file a statement of use. Applicant further objects that
the requested documents may not be in the possession, custody and control of Applicant.
Applicant further objects that the request appears to seek confidential, proprietary and/or secret
information. Applicant further objects to the extent that the request appears to seek production of
materials protected by the attorney-client privilege and/or the attorney work-product doctrine.

Subject to these objections, and without waiving them, Applicant responds as follows: No
non-privileged responsive documents in Applicant's possession, custody and control exist.

Applicant’s objections are not well taken. If there are privileged responsive documents,
Applicant’s privilege log must be produced in accordance with Fed.R.Civ.P. 26(b)(5).

REQUEST NO. 12
Documents evidencing the number of units for each of Applicant's products sold in the

United States under Applicant's Mark for each year since Applicant's first use of Applicant's
Mark in commerce.
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RESPONSE TO REQUEST NO. 12

Applicant objects to this request on grounds that it is vague, uncertain, overbroad, and
lacks specificity. Applicant further objects that the request is unduly burdensome. Applicant
further objects that the request fails to identify with reasonable particularity the category of
materials requested. Applicant further objects that the request seeks materials neither relevant to
the registration of the present mark nor reasonably calculated to lead to the discovery of
admissible evidence, as Applicant's Application Serial No. 77/070,074 was filed as an intent-to-
use application, and Applicant has yet to file a statement of use. Applicant further objects that
the requested documents may not be in the possession, custody and control of Applicant.
Applicant further objects that the request appears to seek confidential, proprietary and/or secret
information. Applicant further objects to the extent that the request appears to seek production of
materials protected by the attorney-client privilege and/or the attorney work-product doctrine.

Subject to these objections, and without waiving them, Applicant responds as follows: No
non-privileged responsive documents in Applicant's possession, custody and control exist.

Applicant’s objections are not well taken. If there are privileged responsive documents,
Applicant’s privilege log must be produced in accordance with Fed.R.Civ.P. 26(b)(5).

REQUEST NO. 13

All documents evidencing the dollar volume expended by Applicant for advertising and
promotional materials under Applicant's Mark in the United States for each year since
Applicant's first use of Applicant's Mark in commerce.

RESPONSE TO REQUEST NO. 13

Applicant objects to this request on grounds that it is vague, uncertain, overbroad, and
lacks specificity. Applicant further objects that the request is unduly burdensome. Applicant
further objects that the request fails to identify with reasonable particularity the category of
materials requested. Applicant further objects that the request seeks materials neither relevant to
the registration of the present mark nor reasonably calculated to lead to the discovery of
admissible evidence, as Applicant's Application Serial No. 77/070,074 was filed as an intent-to-
use application, and Applicant has yet to file a statement of use. Applicant further objects that
the requested documents may not be in the possession, custody and control of Applicant.
Applicant further objects that the request appears to seek confidential, proprietary and/or secret
information. Applicant further objects to the extent that the request appears to seek production of
materials protected by the attorney- client privilege and/or the attorney work-product doctrine.

Subject to these objections, and without waiving them, Applicant responds as follows: No
non-privileged responsive documents in Applicant’s possession, custody and control exist.

Applicant’s objections are not well taken. If there are privileged responsive documents,
Applicant’s privilege log must be produced in accordance with Fed.R.Civ.P. 26(b)(5).
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